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Accelerated Prosecution of patent
applications at the EPO and UK IPO -
an update

1. Introduction

1.1 As previously described, the EPO and
UK IPO each have procedures for
applicants who wish to increase the speed
with  which their patent application is
prosecuted and granted. Recent
publications from these patent offices have
shed more light on these procedures.

2. The EPO

2.1 With its notice of 4™ May 2010% the
EPO explained revisions made to the
programme for accelerated prosecution of
European patent applications (PACE)
following the EPO rule changes that took
effect on 1% April 2010°, Mainly, these
revisions were specific to PACE requests
for Euro-PCT applications.

2.2 In particular, the EPO has clarified that
if the PACE request is made when
entering a PCT application into the
European regional phase, then the
accelerated prosecution covers formalities
examination, as well as the generation of
any supplementary European search
report and substantive examination. In our
experience, such acceleration of
formalities examination and processing
has not previously been consistently
implemented, so the explicit clarification in
the EPO notice is welcomed.

2.3 With the new rule changes in April has
come the requirement that if the EPO was
the International Search Authority (ISA) for
a PCT application, then soon after entry
into the European regional phase the
Applicant must file a response to any
opinion given by the EPO in the
international phase". The EPO is now
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2 Notice from the European Patent Office dated
4 May 2010 concerning the programme for
accelerated prosecution of European patent
applications — "PACE"

3 Summarised in Recent EPC rule changes
raise the bar for Applicants

* Rule 161(1) EPC

suggesting, therefore, that to be most
effective any such required response
should accompany the PACE request.

2.4 Similarly, if accelerated examination is
only requested after receipt of the search
report for either a Euro-PCT or a direct
European application, then the applicant’s
response to the search opinion should be
filed with the PACE request.

25 The EPO has also provided
clarification of two other procedures that
can be used to accelerate the prosecution
of an application, which procedures are
often (though not always) used in
conjunction with a PACE request.

25.1 Firstly, it is possible to
unconditionally request examination
before the search report is preparedS, in
which case the European search report is
issued with the first examination report,
rather than with a search opinion.

2.5.2 Secondly, it remains possible to
explicitly waive the right to receive the
communication from the EPO inviting
amendment of the application and
payment of any excess claims fees for a
Euro-PCT applications. However, and
since this Communication now also sets
the deadline for filing a response to any
opinion given by the EPO (acting as ISA,
for example) in the international phase,
before waiving the request the applicant
must make sure that they have made any
amendments, paid any excess claims fees
and, where necessary, responded to the
EPO’s opinion from the international
phase. These steps should therefore be
taken on regional phase entry and before
the right is waived to receive the
communication.

2.6 More generally, the EPO is obviously
concerned about potential overuse or
abuse of the PACE procedure by
applicants, as in the notice’> the EPO

5 By waiving the invitation under Rule 70(2)
EPC
% The “Rule 161 Communication” and the “Rule

162 Communication” )
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explains that accelerated prosecution will
only be provided where EPO workloads,
and technical feasibility, permit. Also, any
applicant requesting accelerated
prosecution for all or most of their
applications will be required by the EPO to
limit the number of PACE requests by
making a selection from the many
applications.  Therefore, applicants are
likely to be prevented from accelerating
prosecution of all their applications, and
instead must prioritise.

2.7 As a general practice point, though not
mentioned in the notice from the EPO, it is
also possible to accelerate prosecution of
Euro-PCT applications by entering the
PCT application early (i.e. before the
deadline of 31 months from the earliest
priority date) into the European regional
phase.

2.7.1 In such cases, early entry must be
explicitly requested, as otherwise the EPO
will not begin processing the application
until after expiry of the deadline.

2.7.2 Early entry can even be requested
before publication of the application by
WIPO. However, in this case the applicant
must file a request with the International
Bureau asking that a copy of both the
international application and the
International Search Report (ISR) be
transmitted to the EPO’. The EPO will not
begin processing the application until it
has received a copy of both documents,
and so early processing will not begin
before the ISR has issued. Such early
entry is rarely requested, and so the EPO
Formalities Section can require some
prompting to begin processing the
application before publication, even when
they have a copy of all necessary
documents.

3. The UK IPO

3.1 On 28" May 2010 the UK IPO
announced a new fast track procedure —

’ By filing a request under Rules 47.4 and

44bis.2(b) PCT

the “PCT(UK) Fast Track”™. However, the
applicability and general usefulness of this
procedure is very limited. As the name
suggests, this new fast track procedure
only applies to the UK national phase of
international applications, and even then
only in limited circumstances.

3.1.1 To make use of the PCT(UK) Fast
Track, the international application must
have received a completely positive
International  Preliminary  Report on
Patentability (IPRP), in which all claims
were considered and no novelty, inventive
step or industrial applicability objections
were raised. All claims present in the
application on entry to the UK national
phase must have been considered for the
IPRP. Such requirements will severely
limit the applicability of this procedure.

3.1.2 The PCT(UK) Fast Track should be
requested in writing, with the explanation
that a positive IPRP has been received.
No further reasons need be supplied. A
patent examiner will consider the request
and confirm whether the request has been
allowed or refused.

3.1.3 If the use of the new fast track
procedure is approved, the UK IPO aims
to issue a substantive examination report
within 2 months of the receipt of the
request for acceleration.

3.2 As with the EPO, the regional/national
phase of a PCT application at the UK IPO
can also be accelerated by early entry (i.e.
before the deadline of 31 months from the
earliest priority date) of the application into
the UK national phase.

3.2.1 Early entry must be explicitly
requested, unless an express request for
accelerated prosecution is made, in which
case a request for early entry is assumed.

3.2.2 If early entry is requested before
WIPO has sent a copy of the application to
the UK IPO, then processing of the
application will not proceed until the UK
IPO has received a copy of the application

8 PCT/UK Fast Track
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and any translation, if necessary.
However, and contrary to the EPO
procedures, the applicant can directly
send a copy of the application to the UK
IPO in order to satisfy this requirement,
and the UK IPO can proceed before the
ISR issues, although an additional search
fee may need to be paid to the UK IPO.

3.3 The relatively new “Green Channel”
procedure for accelerating the prosecution
of applications was described in our
previous publication’. The UK IPO has
now released further information about this
scheme®, and has also launched a
database to allow searching of published
applications and granted patents which
have been accelerated using the Green
Channel™.

3.3.1 The main development of this
procedure by the UK IPO is that now the
applicant must provide some explanation
of why the application qualifies for the
Green Channel. This may be as simple as
stating that the application relates to a
solar panel or wind turbine, or may need to
be more complex. However, discussions
with the UK IPO in April 2010 suggested
that the only applications that had been
refused Green Channel acceleration at
that point were applications disclosing
perpetual motion machines.

3.3.2 As of 17" June 2010, the Green
Channel database contains 103 entries,
showing that Green Channel acceleration
has been allowed for 103 published
applications since its launch just over a
year ago.

4. Practice Tips/ Advice

4.1 Applicants wanting to increase the
speed with which a patent is granted for
their invention can request the use of
various procedures at both the EPO and
the UK IPO.

? http://www.ipo.gov.uk/types/patent/p-
applying/p-after/p-green/p-green-fag.htm
% Green Channel

42 The new “PCT(UK) Fast Track”
announced by the UK IPO may be used to
obtain accelerated prosecution of the UK
national phase, but only under very limited
circumstances.

4.3 The UK IPO has released a database
of “green” patents or applications which
have made use of the Green Channel fast-
track scheme.
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The information provided in this document
is, of course, of a general nature and should
not be considered as legal advice; if you
have any specific questions, please contact
us as set out above.
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